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To What Extent are Brand Owners Using Social 
Networking Sites to Promote/Police their Brands?

Brand owners approach this issue in different ways
Offensive – actively promoting own brand via social 
network sites
Defensive – monitoring use of brand via social 
network sites by third parties
– Automated web crawlers
– Dedicated employees/personnel
– Outsourcing to vendors
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Will the Real Starbucks Please Stand Up?
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Is This a Problem?
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Facebook’s Policy

“If you wish to report other claims of 
intellectual property infringement (i.e. 
non-copyright) by a Facebook user, all 
you need to do is fill out our automated 
IP infringement form.”
http://www.facebook.com/legal/copyright.php?howto_report
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Twitter’s Trademark Policy

“Holders of registered trademarks can 
report possible trademark policy 
violations to Twitter's Policy Team by 
submitting a ticket request…”
http://twitter.zendesk.com/forums/26257/entries/18367
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Twitter Complaint Form
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Does Use of Another’s Mark as a Social 
Networking Site Username Infringe, Dilute or 
Otherwise Diminish that Mark?

LaRussa v. Twitter (N.D. Cal. Case No. 09-cv-02503 EMC)– settled 
soon after suit was filed, username transferred to plaintiff
Oneok v. Twitter (N.D. Okla. Case No. 2009cv00597) – complaint 
dismissed almost immediately, username now belongs to brand 
owner
Grooms v. Legge, 2009 WL 962067 (S.D. Cal. 2009) – plaintiff 
obtained injunction barring “the unauthorized use of photographs, 
graphics and designs bearing the Knukle Marks and/or Names 
whether published or not published including the worldwide web, 
‘www.knukleinc.com,’ ‘www.knukleincclothing.com,’ Facebook, 
MySpace, traditional media channels, word of mouth, or in any 
other type of marketing or advertising.”
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Brand Control Through Social Networking

Does a brand owner lose control of its brand 
by creating a social networking page?
– Doctor’s Associates, Inc. v. QIP Holder LLC, 2010 

WL 669870 (D.Conn. Feb. 19, 2010) (potential 
liability for user-generated content)

– In re Reverb Communications, Inc., Federal Trade 
Commission File No. 092-3199 (Aug. 26, 2010) 
(liability for fabricated comments/endorsements)
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Secondary Liability for Social Networking 
Sites?

Tiffany (NJ) Inc. v. eBay, Inc. (petition for cert. pending)
– 600 F.3d 93 (2nd Cir. 2010) (not liable for trademark 

infringement)
– 2010 U.S. Dist. LEXIS 96596 (S.D.N.Y. Sep. 13, 2010) (not 

liable for  false advertising)
Viacom Intern. Inc. v. YouTube, Inc., --- F.Supp.2d ----, 2010 WL 
2532404 (S.D.N.Y. June 23, 2010) (not liable – yet – for 
copyright infringement absent specific knowledge)
Gucci America, Inc. v. Frontline Processing Corp., 2010 WL 
2541367 (S.D.N.Y. June 23, 2010) (potential liability of credit 
card companies)
Perfect 10, Inc. v. Amazon.com, Inc., 508 F.3d 1146 (9th Cir. 
2007) (potential liability for encouraging direct infringement)
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Recent Developments in The Advertising 
Arena
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Keyword Advertising:  Recent Developments

Rescuecom Corp. v. Google Inc., 562 F.3d 123 (2d 
Cir. 2009) (keyword advertising is a use in 
commerce, but still requiring proof of confusion)
Rosetta Stone Ltd. v. Google Inc. No. 09cv736, 
2010 WL 3063152  (E.D. Va., Aug. 3, 2010) (no 
likelihood of confusion resulting from the 
purchase of a trademark as a keyword)
Hearts on Fire v. Blue Nile, Inc., 603 F. Supp. 2d 
274, 289 (D. Ma. 2009) (factual analysis what 
would be required to prove likelihood of 
confusion)
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